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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address -- 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH (S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )E>3 Responsive to communication(s) filed on 03 March 2004 . 
2a)[2 This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) [3 Claim(s) 28-39 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) 13 Claim(s) 28-33 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) 13 Claim(s) 34-39 are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121(d). 

11) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 1 1 9 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2.Q Certified copies of the priority documents have been received in Application No. . 

3:H — Copiesof thecertified"copiesof the^iofityciocument^llav^been received iffthisTNationarStage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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1) D Notice of References Cited (PTO-892) 

2) [H Notice of Draftsperson's Patent Drawing Review (PTO-948) 
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Paper No(s)/Mail Date . 
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DETAILED ACTION 
Election/Restrictions 

1 . Newly submitted claims 34 - 39 are directed to an invention that is independent or 
distinct from the invention originally claimed for the following reasons: The new claims are 
directed towards a new invention of a portable apparatus, which requires a new and different 
search. 

Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for prosecution 
on the merits. Accordingly, claims 34 - 39 are withdrawn from consideration as being directed 
to a non-elected invention. See 37 CFR 1. 142(b) and MPEP § 821.03. 

Withdrawn Rejections 

2. The 35 U.S. C. 1 12 rejection of claim 28 is withdrawn due to Applicant's amendment in 
the paper dated March 3, 2004. 

Repeated Rejections 

3. The 35 U.S.C. 103 rejection of claims 28 - 32 over Taniguchi in view Friedman are 
repeatedfor the reasonspreviouslyofrecord: ~ ~ — 



Taniguchi discloses an optical article that uses a resin substrate (Column 2, lines 65 - 68 
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and Column 9, lines 42 - 452) as part of an optical article. An antireflection film (coating) is 
formed on the outside of the substrate (Column 18, lines 1-3). Before placing the antireflection 
coating on the substrate, a hard coat film is placed on the substrate (Column 9, lines 53 - 57 and 
Column 18, lines 20 - 22). A film that is formed by coating and curing contains silica (silicon 
oxide) particles with diameters between 1 to 200 nm (Column 3, lines 22 - 23) and an organic 
silicon compound with hydrolysable groups (Column 3, line 52 to Column 5, line 15) forms the 
hard coating. Both the anti-reflection coating and the hard coating film are formed on both the 
inner and outer surfaces of the cover glass substrate (Column 14, lines 8-9). The antireflection 
film can have a decorative part by dyeing the film (Column 9, lines 57 - 61). The surface of the 
antireflection is treated to give it oil and water repellent characteristics (Column 2, lines 37 - 40). 
However, Taniguchi fails to disclose an anti-reflection coating formed on the inner surface of the 
cover glass substrate without the hard coating film interposed between them. 

Friedman teaches a transparent substrate, lens, (Column 3, lines 56 - 59) having a 
concave surface (Figure 2) made from thermoplastic resin material (Column 5, lines 7-11) with 
an antireflection coating formed on the inner and outer surfaces of the lens without a hard coat 
film (Column 5, lines 47 - 50 and Column 14, lines 32 - 33) in a lens for the purpose of making 
an optical article that may be used for a variety of different activities including athletics, training 
anddisplay terminals: 



It would have been obvious to one of ordinary skill in the art at the time the applicant's 
invention was made to have provided the an optical article with a hard coat film and 
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antireflection coating on the outer surface and an antireflection coating on the inside surface with 
a film base in Taniguchi in order to make an optical article that may be used for a variety of 
different activities including athletics, training and display terminals as taught by Friedman. 

The limitations of the hard coating film is an organic thin film transferred from a transfer 
foil in claim 29, the anti-reflection coating undergoing water and oil repellent treatment in claim 
32 and the anti-reflection coating having a decorative part by printing in claim 3 1 is a process 
limitation. The determination of patentability for a product claim with a process limitation is 
based on the product itself and not on the method of production. In this case, the limitations of 
the organic thin film transferred from a transfer foil, the anti-reflection coating undergoing water 
and oil repellent treatment and the decorative part formed by printing are methods of production 
and therefore does not determine the patentability of the product itself. The method of forming 
the product is not germane to the issue of patentability of the product itself MPEP 2113, 

Regarding the limitation of the cover being used to cover the view plane of a liquid 
crystal display placed in a housing of a portable apparatus and to make visible the view plane of 
the display unit in claim 17 and the limitation of the cover being used to cover the view plane of 
a liquid crystal display placed in a housing of a portable apparatus and to make visible the view 
planeof the-display unirthrough a gap between the cover glass andviewplane of th^liquid 
crystal display in claim 28, it has been held that a recitation of the intended use of the claimed 
invention must result in a structural difference between the claimed invention and the prior art in 
order to patentably distinguish the claimed invention from the prior art. If the prior art structure 
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is capable of performing the intended use, then it meets the claim. In a claim drawn to a process 
of making, the intended use must result in a manipulative difference as compared to the prior art. 
See In re Casey, 152 USPQ 235 (CCPA 1967) and In re Otto, 136 USPQ 458, 459 (CCPA 
1963). Although claim 28 claims a gap between the cover glass and liquid crystal display, the 
gap does not add to the structure of the cover glass itself but is directed towards the how the 
glass would be used in combination with the liquid crystal display. 

New Rejection 
Claim Rejections - 35 USC §103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

5. Claim 33 is rejected under 35 U.S.C. 103(a) as being unpatentable over Taniguchi (USPN 
4,765,729) in view of Friedman (USPN 6,159,397) and further in view of Mase et al. (USPN 
5,693,366). 

Taniguchi, as modified with Friedman, discloses the claimed cover glass except for the 
primer layer being interposed between the cover glass substrate and the hard coating film. 

Mase et aL teaches a primer layer formed from thermosetting polyurethane against the 
plastic substrate and covered with the hard coat layer (Column 4, lines 21-23 and Column 5, 
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lines 16 - 30) in an optical article that uses a resin substrate (Column 2, lines 32 - 35) as part of 
an optical lens for the purpose of making a lens that has greater resistance to impact. 

It would have been obvious to one of ordinary skill in the art at the time the applicant's 
invention was made to have provided the polyurethane resin primer in the modified Taniguchi in 
order to have a lens that has greater resistance to impact as taught by Mase et al 

Response to Arguments 

6. Applicant's arguments filed March 3, 2004 regarding the rejection of claims 28 -33 have 
been fully considered but they are not persuasive. 

7. In response to applicant's arguments against the references individually, one cannot show 
nonobviousness by attacking references individually where the rejections are based on 
combinations of references. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981); In re 
Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). Friedman and Taniguchi both 
teach lens that are coated with materials. The Friedman reference does not refer to the presence 
of a hard coating and broadly claims the coating of the antireflection layers wherein the can be 
coated on both the inner and outer surfaces of the lens (Column 14, lines 32 - 33). 

8. In response to applicant's argument that the references fail to show certain features of 
applicant's invention, it is noted that the features upon which applicant relies (i.e., the gap) are 
not a structural limitation of the article recited in the rejected claims. Although the claims are 
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interpreted in light of the specification, the gap formed in the article is a combination of a 
portable apparatus and cover glass, which is being claimed by the applicant. 

Conclusion 

9. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1 . 1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Patricia L. Nordmeyer whose telephone number is (571) 272- 
1496. The examiner can normally be reached on Mon.-Thurs. from 7:00-4:30 & alternate 
Fridays: — 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Harold Y. Pyon can be reached on (571) 272-1498. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 



Application/Control Number: 09/830,875 



Page 8 



Art Unit: 1772 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Patricia L. Nordmeyer 
Examiner 
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